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DETAILED ACTION 

Response to Amendment 

1 . The amendment filed on 07/18/2008 is entered and acknowledged by the 
Examiner. Claims 1-4 are currently pending in the instant application. 

Withdrawn Rejection(s) 

2. The rejection provisionally rejected of claims 1-4 on the ground of nonstatutory 
obviousness- type double patenting over claims 1-3 of copending Application No. 
10/580,991 is withdrawn in view of Applicant's amendment to the copending Application. 
The rejection of claims 1 and 3 under 35 U.S.C. 102(b) as being anticipated by 
Yokoyama et al. (U.S. Pat. 5,242,51 1) is withdrawn in view of Applicant's remark. The 
rejection of claims 2 and 4 under 35 U.S.C. 103(a) as being unpatentable over 
Yokoyama et al. (U.S. Pat. 5,242,51 1 ) in view of December (U.S. Pub. 2002/0056641 
A1) is withdrawn in view of Applicant's remark. 

Information Disclosure Statement 

3. The information disclosure statement (IDS) filed on 07/22/2008 has been 
considered. An initialed copy accompanies this Office Action. 
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Claim Rejections - 35 USC § 103 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

5. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Pat. 
5,601 ,638 (hereinafter Fukuda) in view of either U.S. Pat. 5,766,392 (hereinafter 
Nakano) or English Translation of JP Pub. 07-021 833 (hereinafter Sasaki). 

With respect to instant claim 1 , Fukuda teaches a paste comprises of a matrix 
comprising of acrylic resin dissolve in butyl carbitol acetate, alpha-terpineol or 2- 
tetradeecanol (Col. 2, lines 44-56). At column 2 lines 8-14, Fukuda teaches said paste 
can be conductive by adding conductive powder such as nickel, Au, Ag, Ag-Pd or Cu 
into the said matrix (Col. 3, lines 2-10), a resistor paste can be made by adding 
electrically resistive powder such as RuC>2 into the said matrix (Col. 2, lines 11-14), a 
insulating paste can be made by adding insulating powder such as Al 2 0 3 into the said 
matrix (Col. 2, lines 14-16) and a protective paste can be made by adding protective 
powder such as glass filler, glass/Si02 or AI 2 03into the said matrix (Col. 2, lines 17-19). 
In other words, the paste of Fukuda comprises an acrylic resin dissolve in butyl carbitol 
acetate, alpha-terpineol or 2-tetradeecanol with various inorganic powders to give a 
desire property (i.e. conductive, resistive, insulating or protective). 
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The difference between the instant applicant and Fukuda disclosure is that 
Fukuda failed to suggest a solvent selected from a group consisting of limonene, alpha- 
terpinyl acetate, l-dihydrocarvyl acetate, l-menthone, l-perillyl acetate, l-carvyl acetate 
and d-dihydrocarvyle acetate. 

In an analogous art, Nakano teaches a paste comprising of acrylate polymer 
(Col. 2, lines 49-52) and geraniol, alpha-terpineol orterpineol acetate solvent (Col. 2, 
lines 44 and 59). The terpineol acetate solvent of Nakano is readable on the claims 
alpha-terpineol acetate since a skilled artisan can easy select and use alpha-terpinyl 
acetate after having read Nakano disclosure because such as an acetate ester solvent 
is disclosed by the prior art. Nakano further teaches adding metal powder such as Pd, 
Ag and Pd-Ag powder into the acrylate mixture to form a conductive paste (Col. 2, lines 
55-56). 

Similarly, Sasaki teaches a paste comprising of acrylic resin [0014] and butyl 
carbitol acetate, terpineol or hydrogenated terpineol acetate solvent ([0005] and [0009]). 
The hydrogenated terpineol acetate solvent of Sasaki is readable on the claims alpha- 
terpineol acetate since a skilled artisan can easy select and use alpha-terpinyl acetate 
after having read Sasaki disclosure because such as an acetate ester solvent is 
disclosed by the prior art. Sasaki further teaches adding metal powder such as Pd, Ag, 
Au, Pt, nickel or alloy mixture of these powders into the acrylic mixture to provide 
conductivity to the paste [0010]. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the paste of Fukuda by first substituting the butyl 
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carbitol acetate or alpha-terpineol solvent of Fukuda with terpineol acetate solvent of 
Nakano or hydrogenated terpineol acetate solvent of Sasaki because such substitution 
is expressly suggested by the prior art. Then substituting the metal powder of either 
Nakano or Sasaki with a resistive powder such Ru0 2 or insulating powder such as Al 2 0 3 
into the acrylic matrix to form a resistive or insulating paste (dielectric paste) as 
suggested by Fukuda. The burden is upon the applicant to prove otherwise. In re 
Fitzgerald, 205 USPQ 594. 

6. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Pat. 
5,601 ,638 (Fukuda) in view of either U.S. Pat. 5,766,392 (Nakano) or English 
Translation of JP Pub. 07-021833 (Sasaki) as applied to the above claims, and further 
in view of U.S. Pat. 5,242,51 1 (hereinafter Yokoyama). 

Fukuda, Nakano and Sasaki are relied upon as set forth above. Fukuda, Nakano 
and Sasaki did not disclose the acrylic resin having an acid value of equal to or larger 
than 5 mgKOH/g and equal to or smaller than 25 mgKOH/g. 

In an analogous art, Yokoyama teaches conductive paste composition 
comprising copper alloy including Au, Pd, Ag and Cu (Col. 4, lines 27-38), alpha- 
terpineol solvent (Col. 7, line 56), and acrylic resin having an acid value of 10 to 80 
mg/g, preferably 20 to 75 mg/g, for improving water resistance (Col. 5, lines 30-36). 
Yokoyama teaches an acrylic resin having an acid value range (10-80 mg/g) that 
overlaps with the claimed range of 5-25 mg/g. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the paste of Fukuda in view of either Nakano or 
Sasaki by incorporating an acrylic resin as suggested by Fukuda in view of either 
Nakano or Sasaki which have an acid value as low as 10 mg/g to provide water 
resistance as suggested by Yokoyama. 

7. Claims 2 and 4 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
U.S. Pat. 5,601 ,638 (Fukuda) in view of either U.S. Pat. 5,766,392 (Nakano) or English 
Translation of JP Pub. 07-021833 (Sasaki) as applied to the above claims, and further 
in view of U.S. Pub. 2002/0056641 A1 (hereinafter December). 

Fukuda, Nakano and Sasaki are relied upon as set forth above. Fukuda, Nakano 
and Sasaki did not disclose the acrylic resin having an average molecular weight of 
equal to or larger 450,000 and equal to or smaller than 900,00 as recite in claim 2 and 
an acid value of equal to or larger than 5 mgKOH/g and equal to or smaller than 25 
mgKOH/g as recited in claim 4. 

However, December teaches an acrylic polymer useful in multilayer coating 
composition having an average molecular weight from about 5,000 to about 5,000,000 
[0151] with an acid number from about 1 to about 10 [0142]. December teaches an 
acrylic resin having and average molecular weight and an acid value range that 
overlaps with the claimed ranges recited in claims 2 and 4. December also teaches 
said acrylic polymer may be mixed with ketone, ester, acetate or aromatic hydrocarbon 
solvent to form the said coating composition [0157]. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to formulate paste comprising of an acrylic resin and 
alpha-terpinyl acetate by modifying paste of Fukuda in view of Nakano or Sasaki by 
incorporating an acrylic polymer having an average molecular weight in the range of 
about 5,000 to about 5,000,000 with and acid value of about 1 to about 10 as suggested 
by December because such a substitution of one similar polymer for another having a 
similar chemical structure (acrylate polymer) would having yield a predictable result. 
The court has held similar compounds are generally expected to have similar 
properties. In re Gvurik, 596 F. 2d 1012,201 USPQ 552. Closely related homologues, 
analogs and isomers in chemistry may create a prima facie case of obviousness. In re 
Dillon USPQ 2d 1 897,1904 (Fed. Cir. 1990); In re Payne 203 USPQ 245 (CCPA 1979); 
In re Mills 126 USPQ 5 13 (CCPA 1960); In re Henze 85 USPQ 261 (CCPA 1950); In re 
Hass 60 USPQ 544 (CCPA 1944). Thus, one having an ordinary skill in the art would 
have had a reasonably expectation of success for incorporating a high molecular weight 
acrylic resin of December into the paste composition of Fukuda in view of Nakano or 
Sasaki. The Examiner further notes that substitution of equivalents, i.e. acrylic resin 
having overlapping acid values, requires no express motivation as long as the prior art 
recognizes the equivalency. Please see. In re Fount USPQ 532 (CCPA 1982); In re 
Siebentritt, 152 USPQ 618 (CCPA 1967); Graver Tank & Mfg. Co. Inc. v Linde Air 
Products Co., 85 USPQ 328 (USSC). 
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8. In view of the foregoing, the above claims have failed to patentably distinguish 
over the applied art. 

Response to Arguments 

9. Applicant's arguments with respect to claims 1-4 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KHANH T. NGUYEN whose telephone number is 
(571 )272-8082. The examiner can normally be reached on Monday-Friday 8:00-5:00 
EST PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/KTN 

09/11/2008 

/DOUGLAS MCGINTY/ 
Primary Examiner, Art Unit 1796 



